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» The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 22 September 2003 . 
2a)n This action is FINAL. 2b)K This action is non-final. 

3) n Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-8 and 17-43 is/are pending in the application. 

4a) Of the above claim(s) 1^8 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 17-43 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The opoG i f i oot i on l o objected to by the Examiner. 

10)IEI The drawlng(s) filed on 24 August 2001 is/are: a)IEI accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d), 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. §§119 and 120 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAli b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C, § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet, 37 CFR 1 .78. 



Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 

2) CH Notice of Draftsperson's Patent Drawing Review {PTO-948) 5) dl Notice of Informal Patent Application (PTO-1 52) 

3) □ Infomnatlon Disclosure Statements) (PTO-1 449) Paper No(s) . 6) Q Other: 
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DETAILED ACTION 
Response to Amendment 

1 . This office action is in response to the request for continued examination and amendment 
filed on September 22, 2003 in which applicant cancels claims 9-16, adds claims 17-43, and 
responds to the claim rejections. Claims 1-8 and 17-43 are pending. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on September 22, 2003 has been entered. 

Claim Objections 

3. Claims 19 and 28-35 are objected to because of the following informalities: 

• In claims 28-35, applicant should change the preamble fi-om, "The system of claim 
27.. ." to "The interactive game system of claim 27.. ." (as presented in claims 36-38) 
or vice versa to make the preamble of each claim dependent on claim 27 consistent. 

• In claims 19 and 28, the acronym "HTML" including all other acronyms must be 
written in fiiU form at least once in the claim so that the scope of the claims can be 
readily ascertained. 

Correction is required. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made, 

5. Claims 17, 19-32, and 34-43 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eilat et al. (W.O. 99/00163). 

Eilat et al. discloses an interactive game system played over a network between at least 
two players over a television broadcast. In addition to the players viewing the broadcast, non- 
players (television) viewers can view the broadcast as well. Eilat et al. additionally discloses: 

Regarding Claims 17, 27, 30, 39, and 40: 

• launching an interactive game on a video game server (communication network) 
connected to said television broadcast system that controls play of said interactive 
game (Abstract, page 5, line 9-page 6, line 11, and page 7, line 7-page 8, line 18); 

• embedding first gaming code in a video broadcast stream, said first gaming code 
generated by said video game server and broadcast to a first set top box (14) at a 
specific address (player's set top box) in said video broadcast system, said first 
gaming code comprising a user interface for a first player of said at least two players 
(Page 6, line 21-page 7, line 7, page 13, lines 4-11, page 24, Hne 8-page 25, line 4, 
and figures 1-3); 

• embedding second gaming code in a video broadcast stream, said second gaming 
code generated by said video game server and broadcast to a second set top box (14) 
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at another specific address (player's set top box) in said video broadcast system, said 
second gaming code comprising a user interface for a second player of said at least 
two players (Page 6, line 21 -page 7, line 7, page 13, lines 4-11, page 24, line 8-page 
25, line 4, and figures 1-3); 

• transmitting game control signal, that is generated in response to an input from said 
first player playing said interactive game, fi*om said first set top box to said video 
game server (Page 7, lines 18-27 and page 9, line 8-page 10, line 4); 

• receiving said game control signal at said video game server (Page 7, lines 18-27 and 
page 9, line 8-page 10, line 4); 

• generating video images in said video game server in response to said signal (Page 7, 
lines 18-27 and page 9, line 8-page 10, line 4); 

• inserting said video images into said video broadcast stream (Page 7, lines 18-27 and 
page 9, line 8-page 10, line 4); and 

• broadcasting said video broadcast stream to a plurality of set top boxes including set 
top boxes of said at least two players and said at least one non-participating viewer 
(Page 22, line 24-page 23, line 3). 

Regarding Claims 20 and 29: 

• combining said video images (first player character-avatar) with second video images 
(second player character-avatar) and broadcasting combined images to said plurality 
of set top boxes including said at least one set top box associated with a non- 
participating viewer (Page 7, lines 18-27, page 9, line 8-page 10, line 4, and page 22, 
line 24-page 23, line 3). 
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Regarding Claim 21 : 

• transmitting said game control signal to said second player (Page 7, lines 18-27, page 
9, line 8-page 10, line 4, and page 22, line 24-page 23, line 3). 

Regarding Claim 22: 

• altering the display produced by said second set top box in response to said game 
control signal (Page 7, lines 18-27 and page 9, line 8-page 10, line 4). 

Regarding Claim 23: 

• generating video images that are an overview (outer view) of said interactive video 
game (Page 24, lines 8-26). A non-player may see the game from an "outer view", 
that is, to include a view of an outside viewer that watches the player as well as the 
environment in which the player acts. 

Regarding Claims 26, 38, and 43: 

• said interactive game is a game show game (Page 20, lines 4-9). 
Regarding Claim 3 1 : 

• said network comprises a back-channel (network connection for communicating 
player control inputs) in said broadcast system (Page 7, lines 18-27 and page 9, line 
8-page 10, line 4). 

Regarding Claim 32: 

• said network comprises a connection to the Internet (Page 14, Hnes 14-24). 
Regarding Claim 34: 

• code that produces a first graphical image of said game in said first set top box (Page 
20, lines 10-18). The game show allows the combination of the face of the viewer 
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with the avatar may be made in set top box (14), in which case it would be possible 
for different viewers in addition to the players to each combine their face with the 
player's avatar such that each viewer/player would have a unique view on the display. 
Regarding Claim 35: 

• code that produces a second graphical image that differs from said first graphical 
image of said game in said second set top box (Page 20, lines 10-18). The game show 
allows the combination of the face of the viewer with the avatar may be made in set 
top box (14), in which case it would be possible for different viewers in addition to 
the players to each combine their face with the player's avatar such that each 
viewer/player would have a unique view on the display. 

Eilat et al. seems to lack explicitly disclosing: 
Regarding Claims 17, 27, and 39: 

• embedding first markup language code in a video broadcast stream; and 

• embedding second markup language code in said video broadcast stream. 
Regarding Claims 19 and 28: 

• embedding HTML code in said video broadcast stream. 
Regarding Claims 24, 36, and 41: 

• said interactive game is a sports game. 
Regarding Claims 25, 37, and 42: 

• said interactive game is a casino game. 

Regarding Claims 17, 19, 27, 28, and 39 Eilat et al. discloses embedding first and second 
gaming code in a video broadcast stream. Furthermore, Eilat et al. discloses the video broadcast 
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stream can be communicated over the "Internet" using Internet protocols. Embedding HTML 
(hypertext markup language) in a broadcast stream over a network, such as the Internet, was 
notoriously well known at the time of Applicant's invention. Embedding HTML signals in the 
broadcast enables the players gaming machine, set top box, and television to incorporate text, 
graphics, sound, and video associated with the game. 

Regarding Claims 24, 25, 36, 37, 41, and 42, Eilat et al. discloses the interactive game is 
a game between a first and second player competing against each other (Page 8, lines 8-18). It 
would have been obvious to one having ordinary skill in the art at the time of Applicant's 
invention to implement well-known sports or casino games in Eilat et al. One would be 
motivated to do so because interactive sports and casino games are very entertaining to game 
players. 

6. Claims 18 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over Eilat et 
al. (W.O. 99/00163) in view of (Greenhalgh et al., Creating a Hve Broadcast from a Virtual 
Environment-Computer Graphics Proceedings, Annual Conference Series). 

Eilat et al. teaches to one having ordinary skill in the art that as discussed above 
regarding claims 17, 19-32, and 34-43. However, Eilat et al. seems to lack explicitly disclosing: 

Regarding Claims 18 and 33: 

• displaying player controls in a first portion of a screen viewed by said first player and 
said video images in a second portion of said screen using said first markup language 
code. 
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Greenhalgh et al. teaches of an interactive game presented to conventional passive 
viewers (television broadcast audience) and to online participants (game players). Therefore, 
Greenhalgh et al. and Eilat et al. are analogous art. Furthermore, Greenhalgh et al. teaches: 

Regarding Claims 18 and 33: 

• displaying player controls in a first portion of a screen viewed by said first player and 
said video images in a second portion of said screen using said first markup language 
code (Figure 9 and page 380). 

It would have been obvious at the time of Applicant's invention to incorporate 
Greenhalgh' s flying vehicle controls and video output in Eilat. One would be motivated to do so 
because this would enable a player lacking Eilat' s "virtual reality kit" to generate player inputs to 
the game via a conventional personal computer mouse. 

Response to Arguments 

7. Applicant's arguments with respect to claims 9-16 have been considered but are moot in 
view of the cancellation of the claims and the new ground(s) of rejection to claims 17-43. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• James et al. '713, Sitrick '864, Shimamoto et al. '558, KoriHs et al. '744, Nelson et al. 
'424, and Schaaij '640 disclose systems and method for conducting games over a 
network. 
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• Galyean, III et al. '396 discloses a method and apparatus for coordinating an 

interactive computer game with a broadcast television program. However, Galyean, 
III et al. does not qualify as prior art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott E. Jones whose telephone number is (703) 308-7133. The 
examiner can normally be reached on Monday - Thursday, 6:30 A.M. - 5:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Teresa Walberg can be reached on (703) 308-1327. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1 148. 



Scott E. Jones 
Examiner 
Art Unit 3713 



sej 




